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DETAILED ACTION 
Claim Interpretation 

APPARATUS CLAIMS MUST BE STRUCTURALLY DISTINGUISHABLE 

FROM THE PRIOR ART 
While features of an apparatus may be recited either structurally or functionally, 
claims directed to an apparatus must be distinguished from the prior art in terms of 
structure rather than function. A claim containing a "recitation with respect to the 
manner in which a claimed apparatus is intended to be employed does not differentiate 
the claimed apparatus from a prior art apparatus" if the prior art apparatus teaches all 
the structural limitations of the claim. (See Ex parte Masham, 2 USPQ2d 1647 (Bd. Pat. 
App. & Inter. 1987), In re Schreiber, 128 F.3d 1473, 1477-78,44 USPQ2d 1429,1431- 
32 (Fed. Cir. 1997), In re Swinehart, 439 F.2d 210, 212-13, 169 USPQ 226, 228-29 
(CCPA 1971), In re Danly, 263 F.2d 844, 847, 120 USPQ 528, 531 (CCPA 1959), and 
MPEP2114). 

The instant case is replete with apparatus claims containing portions directed to 
the particular operation of the claimed apparatus rather then the physical structure of 
the apparatus. For instance claim 1 refers to the manipulation of a display object shown 
on the physical displays of the gaming device but this feature fails to further define the 
apparatus as the remainder of the claim establishes. If the Applicant intends for these 
limitations to be considered as possible distinguishing features of their claimed invention 
they must be appropriately presented within the confines of a method type claims. For 
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the purposes of this action these limitations have been correlated to the prior art of 
record for the purposes of further prosecution. 

Information Disclosure Statement 

The information disclosure statements submitted May 26 th , 2004 and November 
3 rd , 2004 have been considered and a copy said information disclosure statements 
including the Examiner's notation indicating their consideration is attached for the 
Applicant's records. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Suganuma (US 7,121,945). 
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Claim 1 : Suganuma teaches a gaming device including a game result display 
means (Suganuma Figure 4), a beneficial state generating means for generating 
beneficial state for the player when specific game results are displayed on the display 
means (Col 9:66-10:3), a first reel display means (Element 6), and a second display 
means (Element 5). Suganuma additionally teaches control means for controlling the 
second display means so as to move a baseball (Figure 12c) from a first reel display to 
a second display area not including the first reel display area in a subsequent game 
(Column 7:6-30, Figures 9-10). 

Suganuma however teaches the first reel display means in a more front side 
area then the second display means juxtaposed to the claimed apparatus where this 
configuration is presented in reverse. The transposition of the first reel display means 
and the second display means is understood to be a mere rearrangement of parts (See 
MPEP 2144.04 VI & In re Japikse, 181 F.2d 1019, 86 USPQ 70 (CCPA 1950)). It would 
have been obvious to one of ordinary skill in the art at the time of invention to have 
interchanged the positioning of the first reel display and the second display means in 
order to reduce the over all height of the gaming apparatus or alternatively place the 
reel display at a height more convenient for repair and maintenance operations. 

Claim 2: Suganuma teaches moving the display game information from the first reel 
display area to the second display area when the first reel display area concludes it's 
rotation (See Figure 10 steps 16-17 continued through Figure 9 step 2). 
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Claim 3: Suganuma teaches modifying the light transmittance rate of the reel display 
(Col 8:57-67). 



Claim 4: Suganuma teaches the display of second display at the periphery of the first 
reel display means and converting the display mode when game information is 
displayed in the first area (See figure 12c and 11a). 

Claim 5: Suganuma teaches the gaming machine as taught above further including 
internal means for starting a game, determining the game outcome, and display the 
game outcome (See Figures 9, 10). 

Conclusion 

The following prior art is made of record and though not relied upon is considered 
pertinent to applicant's disclosure. 

Loose et al (US 6,517,433) teaches a reel spinning slot machine with 
superimposed video image. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert Mosser whose telephone number is (571 )-272- 
4451. The examiner can normally be reached on 8:30-4:30 Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Olszewski can be reached on (571) 272-6788. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 



For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Status information for unpublished applications is available through Private PAIR only. 



January 5 th , 2007 
RM 




